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GARRI S, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on an appeal which involves clains 1-
20. These are all of the clainms in the application.

The subject matter on appeal relates to a bone cenent
preparati on system conprising a container having a first
chanber and a second chanber. The first chanber contains a
first liquid conponent conprising a liquid alkyl methacrylate,

pol y(al kyl nethacrylate), polynerization initiator and a
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stabilizer, wherein the liquid al kyl nethacrylate is present
in an anount sufficient to provide the first |iquid conponent
as a liquid mxture and wherein the first chanber is
substantially free of air. The second chanber contains a
second liquid conponent conprising a liquid alkyl
net hacryl ate, an activator and a stabilizer, wherein the
liquid al kyl nmethacrylate is present in the second |iquid
conmponent in an anmount which is sufficient to provide the
second liquid conponent as a liquid m xture and wherein the
second chanber is substantially free of air. This appeal ed
subject matter is adequately illustrated by independent claim
1 which reads as foll ows:
1. A bone cenent preparation systemfor providing a

i quid bone cenent having a first nononer/polyner ratio,

said system conprising a container having a first end and

a second end, said container having a first chanber and a

second chanber | ocated between said first and second

ends, each of said first and second chanbers havi ng an

outlet in said second end of said container, said

contai ner being free of internal comuni cation between

said first chanber and said second chanber;

said first chanber containing a first liquid

conmponent for said liquid bone cenent, said first liquid

conponent conprising a liquid al kyl nethacryl ate,

pol y(al kyl nethacrylate), a polynerization initiator, and

a stabilizer for preventing spontaneous polynerization of

the liquid

al kyl nmethacrylate in said first Iiquid conponent, the
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liquid al kyl nmethacrylate being present in said first
i quid conponent in an anbunt which is at | east
sufficient to provide the first |iquid conponent as a
liquid mxture, said first chanber being at | east
substantially free of air;
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sai d second chanber containing a second liquid
conponent for said |iquid bone cenent, said second |liquid
conmponent conprising a liquid al kyl nethacrylate, an
activator, and a stabilizer for preventing spontaneous
pol ymeri zation of the liquid alkyl nethacrylate in said
second liquid conmponent, the liquid alkyl nmethacryl ate
bei ng present in said second |iquid conponent in an
anmount which is at least sufficient to provide the second
liquid conponent as a liquid m xture, said second chanber
being at | east substantially free of air.

The references relied upon by the exam ner as evi dence of

obvi ousness are:

Yarmauchi et al. (Yamauchi) 4,182, 035 Jan. 8,
1980

Butler et al. (Butler) 4, 383, 826 May 17,
1983

Colin et al. (Colin) 5, 033, 650 Jul . 23,

1991
Chan 5,100, 241 Mar. 31,
1992

Al of the clains on appeal are rejected under 35 U S. C

8§ 103 as being unpatentable over Colin in view of Butler,

Yamauchi and Chan.

W refer to the brief and to the answer for a conplete

di scussion of the respective viewpoints advocated by the

appel l ant and by the exam ner concerning the above-noted

rejection.

OPI NI ON
We have carefully considered the argunent and evi dence
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advanced on this appeal including the references applied by

t he exam ner and the Chan Declaration of record offered by the
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appel l ant. These considerations | ead us to conclude that we
cannot sustain the 8§ 103 rejection before us.

Viewed in a light nost generous to the exam ner, the
appl i ed references at |east arguably teach or woul d have
suggested each of the respective features required by
appeal ed, independent claim1 which is the broadest claimon
appeal . However, we share the appellant’s basic vi ewoi nt
that these references contain no teaching or suggestion for
conbi ning their teachings in such a manner as to achieve the
here-clai ned i nvention. Like the appellant, we believe that
the only guidance for so conbining the applied reference
teachi ngs i s based upon inperm ssible hindsight derived from

the appellant’s own disclosure (WL. Gore & Assocs. V.

Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-13 (Fed.

Cr. 1983), cert. denied, 469 U S. 851 (1984)) rather than

sonme teaching, suggestion or incentive derived fromthe prior
art

(ACS Hosp. Sys., Inc. v. Mntefiore Hosp., 732 F.2d 1572,

1577, 221 USPQ 929, 933 (Fed. Cir. 1984)).
More specifically, it is our determ nation that the
applied prior art contains no teaching or suggestion of the
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appeal ed claim 1 features concerning liquid alkyl nethacryl ate
bei ng present in the first liquid conponent and the second

| iquid conponent in anmounts sufficient to provide these
respective conponents as liquid mxtures and wherein the first
chanber and the second chanber are at |east substantially free
of air. Wile the Butler and Yamauchi references nay contain
t eachi ngs or suggestions of al kyl methacrylate and of first
and second liquid conponents for liquid bone cenent, these

ref erences contain no teaching or suggestion of first and
second chanbers which are at | east substantially free of air.
Simlarly, while the examner is correct that Chan discl oses
formng |iquid bone cenent in the substantial absence of air,
this objective is achieved via the use of an evacuated chanber
whi ch contai ns bone cenent powder and into which is injected
i quid nononer only when a liquid bone cenent is to be
prepared and used.

Thus, none of the applied references contains a teaching
or suggestion of conbining the here-clained features of first
and second liquid conponents as liquid mxtures and first and
second chanbers which are at | east substantially free of air.
Only the appellant’s own discl osure teaches conbi ning these
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features so as to solve the bone cenent porosity problem
caused by air entrapnent during the bone cenent m xing and
transferring process. These circunstances |ead us to concl ude
that the examiner, in making his 8 103 rejection, has fallen
victimto the insidious effect of hindsight syndrone wherein
that which only the inventor has taught is used against its

teacher. WL. Gore & Assocs. v. Garlock, Inc., ld.

For the above-stated reasons, we will not sustain the
examner’s 8 103 rejection of the appeal ed clains as being
unpat ent abl e over Colin in view of Butler, Yamauchi and Chan.

The decision of the exam ner is reversed.

REVERSED

BRADLEY R GARRI S
Adm ni strative Patent Judge
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